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Sir: 



In accordance with the Pre- Appeal Brief Conference Pilot Program guidelines set forth in 
the July 12, 2005, Official Gazette Notice, Applicants hereby submit this Pre- Appeal Brief 
Request for Review of the final rejections of claims 1, 2, 4-6, 8-21, 23 and 33-49 in the above- 
identified application. Claims 1, 2, 4-6, 8-21, 23 and 33-49 were finally rejected in the Office 
Action dated May 12, 2008. Applicants filed a Response to the outstanding final Office Action 
on June 27, 2008, and the Office issued an Advisory Action dated August 4, 2008, maintaining 
the final rejections of claims 1, 2, 4-6, 8-21, 23 and 33-49. Applicants hereby appeal these 
rejections and submit this Pre- Appeal Brief Request for Review. 

Gemmer is Clearly not Prior Art with Respect to the Present Application 

In the outstanding final Office Action, the Examiner rejected all of the pending claims as 
being obvious, in part, over Gemmer . Applicants respectfully submit that Gemmer is clearly not 
prior art with respect to the present application and that the rejections over Gemmer constitute 
clear error in the Office Action. 

The Office Action rejected claims 1, 20, 21, 23, 33, 41 and 49 under 35 U.S.C. § 103(a) 
as being unpatentable over Gemmer (U.S. Publication No. 2004/0022233) in view of Lundstrom 
(U.S. Publication No. 2002/0191597) and further in view of Moon (U.S. Publication No. 
2002/0102970). The Office Action also rejected claims 2, 4-6, 8-19, 34-40 and 42-48 under 35 
U.S.C. § 103(a) as being unpatentable over Gemmer in view of Lundstrom and Moon , and 
further in view of Applicants' Background. On page 14 of the previous Response, Applicants 
argued that "Gemmer is not prior art because the PCT application of Gemmer was not published 
in English. Thus, Gemmer does not qualify under 35 U.S.C. 102 and 35 U.S.C. 103. Therefore, 
this rejection is rendered moot." 



In response to Applicants' arguments, the Advisory Action stated on page 2 that "[i]n 
contrast to the Applicant's assertions, the Applicant never brings up an argument against the 
validity of Gemmer's filing/publishing date in any previous office actions, therefore, admitted 
Gemmer is a valid prior art [sic]." However, Applicants made no admission that Gemmer is 
prior art with respect to the present application at any point during prosecution. Also, Applicants 
are under no duty to identify every error in each rejection at the earliest time during prosecution. 
Applicants note that patent prosecution is an ex parte process that is not intended to be 
adversarial, and Applicants do not forfeit the right to present certain arguments if they are not 
presented at a certain time, unlike litigation. Further, Applicants are not aware of any duty 
created under U.S. law or regulation, or USPTO rule, that mandates otherwise. 

The Advisory Action also asserted on page 2 that "[i]n addition, Gemmer's national stage 
application (application number 10/399,322 was filed on 4/17/2003), therefore Gemmer 
reference is a prior art [sic]." However, Applicants note that Gemmer clearly fails to qualify as 
prior art under 35 U.S.C § 102(e). For the Board's convenience, Applicants refer to the attached 
35 U.S.C. § 102(e) flowchart from MPEP § 706.02(f)(1). As can be seen, the first inquiry is 
whether "the reference [is] a U.S. patent or U.S. application publication of an International 
Application (I A) after National Stage entry". As is clear from the first page of Gemmer . this is 
the case since Gemmer relies on PCT application no. PCT/DE0 1/03 975. The next inquiry is 
"[w]as the IA filed on or after Nov. 29, 2000?" As can also be seen from the first page of 
Gemmer . the PCT application was filed on October 18, 2001, which is after the date of 
November 29, 2000. The final inquiry in this case is "[w]as the WIPO publication of the IA in 
English and did the IA designate the U.S.?" (emphasis added). The PCT application for 
Gemmer was filed in German (see corresponding PCT application at the WIPO website - 
http://www.wi po . i nt/pctdb/en/ ) . As such, the flowchart clearly indicates that Gemmer has no 35 
U.S.C, § 102(e) date. Further, since the priority date for the present application is May 13, 
2003, and Gemmer was not published until February 5, 2004, Gemmer also clearly fails to 
qualify as prior art under 35 U.S.C. §§ 102(a) or (b). 

Thus, Gemmer is not prior art with respect to the present application under any section of 
35 U.S.C. § 102. As such, the rejections over Gemmer constitute clear error in the Office 
Action. 

While the above reasons regarding Gemmer not being prior art with respect to the present 
application are more than sufficient to demonstrate clear error in the Office Action and require 
that the rejections be withdrawn, the following arguments are presented regarding further errors 
in the Office Action. 

In the outstanding final Office Action, the Examiner also rejected the claims over 
Lundstrom and Moon . Applicants respectfully submit that Lundstrom and Moon clearly fail to 
teach or suggest the features alleged in the Office Action, and that this failure constitutes clear 
error in the Office Action. 

Independent claim 1 recites, in part, "resuming said session with a message indicating 
active session from said user equipment by which said charging identifier for the first access 
network is forwarded from said first node of the second network to a second node of the second 
network, wherein the first access network is different from the second network." Independent 
claims 21, 23, 33, 41 and 49, which each have their own scope, recite similar features. 
Applicants respectfully submit that Lundstrom and Moon , both individually and in combination, 
fail to teach or suggest these features. 
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In the previous Response, Applicants respectfully submitted on page 14 that there is no 
teaching or suggestion in the cited art of configuring, for example, a P-CSCF node such that it 
forwards a charging identifier to, for example, a S-CSCF node in response to receiving an active 
session message sent by user equipment. Paragraph [0045] of Lundstrom generally discusses 
forwarding a GPRS charging identifier from a P-CSCF node to a S-CSCF node, but Lundstrom 
is completely silent as to how or when this is done. The Advisory Action stated on page 2 that 
"[i]n contrast to Applicant's assertions, Lundstrom teaches the forwarding of a charging identity 
is sent from a GGSN6 to a P-CSCF9 then to a S-CSCF10 during a setting up of a connection 
(paragraph 45 and Fig. 2)." However, Applicants respectfully submit that this is not the case. 

Paragraph [0045] and Fig. 2 of Lundstrom discusses that a charging identifier may be 
sent from a P-CSCF to a C-CSCF during the setup of a connection and at the initiation of the 
GGSN (with respect to the latter, Applicants note that Fig. 2 appears to illustrate sending a 
"GPRS call identity/GGSN node identity" from the P-CSCF to the S-CSCF as part of the 
succession of arrows beginning at the GGSN). Even if Moon teaches resuming a session with a 
message indicating an active session, which is not admitted, it is not understood how Lundstrom 
is considered to render obvious forwarding a GPRS charging identifier with such an active 
session message. This is because: 

(a) Lundstrom is understood to generally discuss initiating of sending of a GPRS 
charging identifier at the GGSN (i.e., in a message beginning at the GGSN); and 

(b) Lundstrom is understood to indicate that there is no need to send a GPRS 
charging identifier after a session is put on hold, and then resumed, because 
Lundstrom is understood to discuss communicating a GPRS charging identifier to 
a S-CSCF during initial session setup. 

Accordingly, it does not follow that it would have been obvious to have configured the system of 
Lundstrom such that forwarding of a charging identifier from the P-CSCF to the S-CSCF 
mentioned in Lundstrom is done together with forwarding of a message indicating an active 
session from user equipment. Paragraph [0013] of the present application describes how it was 
conventional practice to forward the charging identifier from a P-CSCF to a S-CSCF in a SIP 
UPDATE message. 

Applicants reiterate that the Office Action has not indicated how Moon , or any of the 
other cited art, allegedly provides a reason, let alone a motivation, for a person skilled in the art 
to deviate from this conventional practice and instead configure the system of Lundstrom for 
forwarding charging information to the S-CSCF with a message indicating an active session. 
The Advisory Action merely stated on page 2 that "Moon teaches a setting up of a connection is 
initiated from an user equipment [sic] (paragraph 21-30)." However, no motivation or reasoning 
for this combination is provided. 

Per the above, the combination of Lundstrom and Moon clearly fails to teach or suggest 
the features alleged in the Office Action and Advisory Action. Accordingly, Applicants 
respectfully submit that the rejection of the claims over the cited art constitutes clear error in the 
Office Action. 

Conclusion 

Reconsideration and withdrawal of the rejections, in view of the clear errors in the Office 
Action, is respectfully requested. In the event this paper is not being timely filed, Applicants 
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respectfully petition for an appropriate extension of time. Any fees for such an extension 
together with any additional fees may be charged to Counsel's Deposit Account 50-2222. 



Respectfully submitted, 

Michael A. Leonard II 
Attorney for Applicants 
Registration No. 60,180 

Customer No. 32294 

SQUIRE, SANDERS & DEMPSEY LLP 
14 th Floor 

8000 Towers Crescent Drive 
Vienna, Virginia 22182-6212 
Telephone: 703-720-7800 
Fax: 703-720-7802 
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MANUAL OF PATENT EXAMINING PROCEDURE 



III. FLOWCHARTS 



( FLOWCHARTS FOR 35 U.S.C. § 102(e)DATESr^ i 
Apply to all applications and patents/whenever filed 
Chart I: For U.S. patent or U.S. patent application publication under 
35 U.S.C. § 1 22(b) (includes publications of § 371 applications) 



Is the reference a U.S. patent or U.S. application publication of an International Application (IA) after 
National Stage entry? 

(look for anv of the following indicators: "33 U.S.C. $ 371 " "$ 371." "(22) PCT Filed: and/or "(86) PCT No '*) 



H 



Yes 



M 



§371 

(National . 
Stage) ^ 



Was the I A tiled on or after Nov. 29, 2000? 
- look at the international filing date 



Was the WIPO 
publication of the 
IA in English and 
did the IA 
designate the 
U.S.? 



Yes 



I 



No 



Is there an IA in the continuity chain for which a 
benefit is properly sought via §§ 120 or 365(c)? 



No 



For a patent: § 102(e) date is 
the § 371(c)(1), (2) and (4) date 

Form Paragraph 7. 12.0/ 

For a U.S. appl. publication: 

no§ 102(e) date 

Reference is prior art as of its 
publication date under § 102(a) or (b) 
Form Paragraph 7. OH or 7.09 



For a patent and a 
U.S. application 
publication: § 102(e) 
date is the 
international filing 
date or an earlier 
filing date for which 
a benefit is properly 
sought* 

Form Paragraph 7.12 



V 



Benefit claim 
anIA (§§ 120 

365(c)) 



Yes 



I No IA 
[involved 



No 



The reference was filed under § 1 1 1(a) and 
only claims benefit to other U.S. applications 
filed under § 1 1 1 (a) or (b) or does not make 
any benefit claims. 

The § 102(e) date of the reference is the 
earliest U.S. filing date for which a benefit is 
properly sought via §§ 1 19(e) and/or 120 (do 
not consider foreign priority claims under 
§§ 119(a)-(d)). Form Paragraph 7. J 2 



Was the IA filed on or after Nov. 29, 2000? 
- look at the international filing date 



Yes 



i 



No 



Was the WIPO publication 
of the I A in English and 
did the IA designate the 

U.S.? 



Yes 



For a patent and a U.S. 
application publication: no 
§ 102(e) date 

Reference is prior art as nfils 
publication or gram dale under 
§ H)2(a)nr(hj 

Form Paragraph 7 us nr 7 tW 



No 



For a patent and a U.S. 
application publication: 
§ 102(e) date is the 
international filing 
date or an earlier date 
for which a benefit is 
properly sought* 

Form Paragraph 7.12 



For a patent: § 102(e) date is the 

§ 371(c)(1), (2) and (4) date; or § 11 1(a) 

filing date if the IA never entered national 

stage. 

Form Paragraph 7. 12.01 

For a U.S. application publication: § 

102(e) date is the filing date of the U.S. 
application that claimed benefit to the IA 

Form Paragraph 7. 12 



For a patent and a U.S. 
application publication: 
§ 102(e) date is the filing date 
of the U.S. application that 
claimed benefit to the I A 

Form Paragraph 7.12 
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